Application No. 10/680,246 

Reply to Office Action of March 26, 2004 



REMARKS 



Applicants thank Examiner Goodrow for the helpful and courteous discussion 
regarding the entry of a Preliminary Amendment in this case. 

A Preliminary Amendment was filed in the above-identified case on October 27, 
2003. The Preliminary Amendment canceled original Claims 1-21 and added new Claims 
22-37. A copy of the Preliminary Amendment and a copy of a date-stamped filing receipt 
evidencing the timely submission thereof are attached herewith. 

In the Office Action of March 26, 2004, it is indicated that Claims 1-21 are pending in 
the application. The Preliminary Amendment filed in this case on October 27, 2003 may not 
have been entered by the Office. 

Applicants respectfully request the Office withdraw the Office Action of March 26, 
2004 on the grounds that the claims considered in the Action were canceled by the 
Preliminary Amendment of October 27, 2003 prior to mailing of the Office Action. 
Applicants respectfully request the Office provide an action on the merits of Claims 22-37 
added in the Preliminary Amendment of October 27, 2003. 



Respectfully submitted, 



OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
Norman F. Obion 
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Serial No. 10/680.246 

In the matter of the Application of: Tsunemi SUGIYAMA. et al. 

For: DRY TONER AND IMAGE FORMING METHOD USING SAME 
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The following has been received in the U.S. Patent Office on the date stamped hereon 

■ Dep. Acct. Order Form 

■ PTO Transmittal Form 

■ Preliminary Amendment (8 pp.) 
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TN THE UNITED STATES PATENT & TRADEMARK OFFICE 
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ATTN: APPLICATION DIVISION 



IN RE APPLICATION OF 

TSUNEMI SUGIYAMA, ET AL. 

SERIAL NO: 10/680,246 

FILED: OCTOBER 8, 2003 

FOR: DRY TONER AND IMAGE 

FORMING METHOD USING SAME. 



PRELIMINARY AMENDMENT 

COMMISSIONER FOR PATENTS 
ALEXANDRIA, VIRGINIA 22313 

SIR: 

Prior to examination on the merits, please amend the above-identified application as 
follows: 

Amendments to the Specification begin on page 1 of this paper. 
Amendments to the Claims are reflected in the listing of claims which begins on 
page 2 of this paper. 

Basis for the Amendment begins on page 6 of this paper. 
Remarks/Arguments begin on page 7 of this paper. 
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IN THE SPECIFICATION 
Please insert before the first line on page 1 of the specification the following text: 
This application is a Continuation application of U.S. Application No. 10/098,556 
filed on March 18, 2002, allowed. 
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IN THE CLAIMS 
Please amend the claims as follows: 
Claims 1-21 (Canceled). 

Claim 22 (New): A process comprising 

dissolving or dispersing a toner composition comprising a polyester-containing 
prepolymer and a colorant in an organic solvent to prepare a liquid, 

dispersing said liquid in an aqueous medium in the presence of at least one of an 
inorganic dispersant or a powdery polymer to obtain a dispersion, 

subjecting said dispersion to a polyaddition reaction to polymerize said prepolymer 
and to obtain a reaction mixture; and 

removing the solvent from said reaction mixture to obtain a dry toner. 

Claim 23 (New): The process as claimed in claim 22, wherein said prepolymer is an 
isocyanate group-containing polyester prepolymer, and wherein said dispersion further 
comprises an amine. 

Claim 24 (New): The process according to Claim 22, wherein the dry toner 
comprises a modified polyester having a molecular weight distribution according to gel 
permeation chromatography wherein 

(a) a main peak is present in a molecular weight region of 1000 to 30,000, 

(b) that portion of the modified polyester having a molecular weight of at least 30,000 
accounts for 1 to 10% based on a total weight of the modified polyester, and 
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(c) a ratio (Mw/Mn) of the weight average molecular weight Mw of the modified 
polyester to the number average molecular weight Mn of the modified polyester is not 
smaller than 2 but not greater than 15. 



Claim 25 (New): The process as claimed in Claim 22, wherein the modified polyester 
is at least one selected from the group consisting of an amine-modified polyester, an acryl- 
modified polyester, a styrene-modified polyester, a silicone-modified polyester. 

Claim 26 (New): The process as claimed in Claim 22, further comprising: 
producing the modified polyester. 

Claim 27 (New): The process as claimed in Claim 26, wherein producing the 
modified polystyrene includes: 

reacting a polyol and a polyacid in the presence of an esterification catalyst to form a 
hydroxyl group-containing polyester, 

reacting the hydroxyl group-containing polyester with a polyisocyanate at from 40 to 
140°C to obtain a prepolymer, 

reacting the prepolymer with an amine at from 0 to 140°C to obtain the modified 
polyester. 

Claim 28 (New): The process as claimed in Claim 27, wherein the polyol and the 
polyacid are reacted in the presence of tetrabutoxytitantate or dibutyl tin oxide. 

Claim 29 (New): The process as claimed in Claim 27, wherein the reaction of the 
polyol and polyacid is carried out under reduced pressure while removing water. 
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Claim 30 (New): The process as claimed in Claim 27, wherein the reaction of the 
polyol and the polyacid is carried out in the presence of a solvent. 

Claim 31 (New): The process as claimed in Claim 27, wherein the prepolymer is 
reacted with the amine in the presence of a solvent. 

Claim 32 (New): The process as claimed in Claim 31, wherein the solvent is at least 
one selected from the group consisting of aromatic solvents, ketones, esters, amides, and 
ethers. 

Claim 33 (New): The process as claimed in Claim 31, wherein the solvent is selected 
from the group consisting of toluene, xylene, methylethylketone, methylisobutylketone, 
ethylacetate, dimethylformamide, dimethylacetamide, and tetrahydrofuran. 

Claim 34 (New): The process as claimed in Claim 22, further comprising 
mixing the dry toner with at least one of a coloring agent, wax or charge controlling 
agent to obtain a mixture. 

Claim 35 (New): The process as claimed in Claim 34, further comprising 
kneading the mixture. 

Claim 36 (New): The process as claimed in Claim 35, further comprising 
solidifying the kneaded mixture, then 
grinding the solidified mixture. 
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Claim 37 (New): An image forming method comprising 

transferring a toner image carried by a toner image carrier to an image receiving 
member, and 

cleaning residual toner remaining on said toner image carrier with a blade, 
wherein said toner is obtained by the process according to claim 22. 
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BASIS FOR THE AMENDMENT 
Claims 22-37 are active in the present application. Claims 1-21 have been canceled. 
Claims 22-39 are new claims. Support for new Claim 22 is found in original Claim 4. 
Support for new Claim 23 is found in original Claim 5. Support for new Claim 24 is found in 
original Claim 1. Support for new Claim 25 is found on page 1 1, line 12 through page 12, 
line 9. Support for new Claims 26-34 is found on page 16, line 33 through page 17, line 15. 
Support for new Claim 35 is found on page 28, lines 9-20. Support for new Claim 36 is 
found on page 28, lines 21-30. Support for new Claim 37 is found in original Claim 21. No 
new matter is believed to have been added by this amendment. 
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REMARKS 

Claims 22-37 are active in the present application. The present application is a 
Continuation application of U.S. Application No. 10/098,556, filed on March 18, 2002, now 
allowed. The specification has been amended to include a cross-reference to the parent 
application. 

Applicants respectfully request an action on the merits and allowance of claims. 



Respectfully submitted, 



OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
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